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Application No. Applicant(s) 

09/689,577 Edelman 


ID 


- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 


_ MONTH(S) FROM 


it, how 


r, may a reply be timely filed 
urn of thirty (30) days will 


Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136 (a). In n 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory rr 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of thi 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 
Status 

1)5<J Responsive to communication(s) filed on Oct 12, 2000 . 

2a) □ This action is FINAL. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

AM Claim(s) 1-24 


2b) l>(] This action is non-final. 


4a) Of the above, claim(s) _ 

5)D Claim(s) 

'6)53 Claim(s) 1-24 

7) D Claim(s) 

8) D Claims 


_ is/are pending in the application. 
_ is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 


are subject to restriction and/or election requirement. 


Application Papers 
9)D The specification is objected to by the Examiner. 


10)D The drawing(s) filed on _ 


is/are objected to by the Examiner. 
is: a)LJ approved b)D disapproved. 


1 1)1 — I The proposed drawing correction filed on 

1 2)D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

1 3)D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-{d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 
1 4)D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 11 9(e). 
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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321© may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

2. Claims 1-15 are rejected under the judicially created doctrine of double patenting over 
claims 1-15 of U. S. Patent No. 6,169,334 since the claims, if allowed, would improperly extend 
the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the patent and is 
covered by the patent since the patent and the application are claiming common subject matter, as 
follows: The claims in the issued patent and the instant application are similar reciting a turbo 
generator. However, the issued patent claimed a "permanent magnet" turbo generator whereas 
the instant application broadens the scope of the invention by claiming a turbo generator. 

Furthermore, there is no apparent reason why applicant was prevented from presenting 


claims corresponding to those of the instant application during prosecution of the application 


t 
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which matured into a patent. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968). 
See also MPEP § 804. 


Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 16-18 are rejected under 35 U.S.C. § 102(b) as being fully anticipated by Yannone 
et al. (USP 4,305,129). 

Yannone et al. disclose a system and method of controlling the operation of a plurality of 
individual turbo generators 12, each with a turbo generator controller regulator 14, comprising 
the steps of measuring the power production of the plurality of turbo generators at the central 
supervisory control 16 (master controller) and sequencing the operation of the individual turbo 
generators by sending load dispatch signals to the respective local supervisory controls associated 
with the respective turbo generator units 12. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 


et al. (USP 4,305,129) in view of Reed et al. (USP 4,195,231). 

Yannone et al. disclose the claimed invention except for having the master controller 
control the individual turbo generators in a selected mode. 

Reed et al. teach having an automatic (and manual ) control system for a plurality of gas 
turbines providing control for each gas turbine during various modes of turbine operation, i.e., 
startup and load operation. The control system provides control functions such as speed, load, 
temperature control for each turbo generator selected. In addition, Reed et al. teach having a 
sequencer for each turbine to provide startup/stop sequence control, alarm trip protection, etc.. 
Reed et al. also teach utilizing a synchronizer in his control system for bringing the plant turbines 
on line. In column 14, lines 45-69, Reed et al. teach that should the plant configuration is other 
than normal, for instance if one of the turbines is down, automatic plant sequence is performed as 
required by the plant configuration change. 

It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have used the control system of Reed et al. and to have modified the controller of 
Yannone et al. to add more control functions since such a modification according to column 40- 
45 of Reed et al. would provide a system that is economical, efficient as well as highly reliable. 


6. 


Claims 19-24 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Yannone 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elvin Enad whose telephone number is (703) 308-7619. 

8. Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group Receptionist whose telephone number is (703) 308-0956. The fax phone 
number for this Group is (703) 305-3431 (32). 

Elvin Enad 
Primary Examiner 
Art Unit 2834 
05.04.2001 


